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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 



1 . With respect to the use of the Yarin patent as a reference against some of 
applicant's claims, applicant notes support for the subject matter of the claims in prior 
application S.N. 09/185,137, of which this application is a continuation-in-part. 
Specifically, regarding claim 1 , applicant refers to the last paragraph of the detailed 
description of the patented application for support for "RF memory devices and 
sensors". Col. 32 lines 24-26 of the patented application suggest: "The memory device 
or memory strip could also communicate with the processor of the container via RF 
technology." In addition reference is made to col. 29, line 50 of the patented 
application U.S. patent 6,259,654: "Information 80 is also communicated to the 
processor 120 and memory 60, 125 via electrical contacts or via an RF or magnetically 
coupled link." No further details are set forth in support of this modification. 



2. The determination of whether applicant is entitled to the benefit of the filing date 

of a prior U.S. application is governed by 35 U.S.C. 120: 

" An application for patent for an invention disclosed in the 
manner provided by the first paragraph of section 1 12 of 
this title in an application previously filed in the United 
States, or as provided by section 363 of this title, which is 
filed by an inventor or inventors named in the previously 
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filed application shall have the same effect, as to such 
invention, as though filed on the date of the prior 
application..." 

Specifically, the description requirement of the first paragraph of 35 USC 1 12 must be met in the 
prior application for any subject matter for which the priority date is sought. "The fundamental 
factual inquiry is whether the specification conveys with reasonable clarity to those skilled in the 
art that, as of the filing date sought, applicant was in possession of the invention as now claimed. 
See, e.g., Vas-Cath, Inc., 935 F.2d at 1563-64, 19 USPQ2d at 1117." (MPEP 2163), or whether 
the claims contain subject matter which was described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the time the application 
was filed, had possession of the claimed invention. 

3. Claim 1 of the present application recites a container having a "sensor for receiving the 
specifying information via radio frequency technology when the memory device is adjacent 
thereto". The statement in the patented application that the "memory device or memory strip 
could also communicate with the processor of the container via RF technology" at best 
suggests that the memory device and the processor have some type of RF communication 
means. Numerous RF communication devices exist in the prior art, and the prior specification 
makes no mention of a "sensor " operating "via radio frequency technology" as now 
claimed. U.S. Patent 6.259,654 corresponding to S.N. 08/185,137 has reference to sensors 
1 1 5,281 ,374 etc. which are attached to the cap of a medicine container or some other 
supporting surface of the container for the purpose of providing electrical contact with memory 
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device 60 located in the container for receiving data tlierefrom. However, no radio frequency 
technology is suggested for these sensors. The statement in the patented application that 
"the memory device or memory strip could also communicate with the processor of the 
container via RF technology" suggests numerous possibilities for such modification without 
suggesting to one of ordinary skill in the art that applicant was contemplating an RF sensor for 
this modification. For example, memory 60 and processor 120 could communicate directly via 
internal RF circuitry without an RF sensor of the type claimed. 

4. In addition, the subject matter of claims 3-1 0 and 1 5 setting forth details of the RF 
sensor and sensing area is absent from the parent application disclosure. 

5. Consequently, the subject matter of claim 1 and claims depending therefrom are not 
entitled to the priority date of application 09/185,137. 

6. Claims 27-29 and 33 do not set forth subject matter which was described in the 
prior application in a manner to convey to one skilled in the art that applicant had 
possession of the invention at the time of filing thereof. Specifically, the prior 
specification or drawings lack reference to a "horizontal sensor surf'ace" of the sensor, 
or to the containers including "at least one essentially downward facing surface, the 
specifying devices are attached to the downward facing surfaces" of claim 27. The 
statement appearing in the last paragraph of the prior application suggests that "the 
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container could be a tray or cassette that does not include a cap, cover or lid". While 
the structure now claimed possibly could be included in the implementation of the 
suggested modification, the description does not convey to one of ordinary skill in the 
art the suggestion that applicant in fact contemplated this specific construction. It is 
apparent that the suggested modification could be realized in other ways, for example 

with the bar code (specifying device) arranged on the side of the containers or vials. 
Further, if RFID specifying devices were used, these do not require a specific location 
on the containers, as now claimed. Applicant argues that Figs. 31-34 in the parent 
patent provide support for the subject matter claimed. However, the embodiment of 
Figs. 31-34 lacks a "horizontal sensor surface" as claimed , but includes vertical sensor 
surface 940. The suggestion at col. 32, line 26 of the patent lacks reference to a 
specific sensor structure or a horizontal surface thereof. Regarding claim 33, no 
scanning operation is suggested or implied in the prior disclosure. RF circuitry may be 
of the continuous reception type, without scanning features. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the invention 
thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21 (2) of such treaty in the English 
language. 



7. Claims 1-11, 15, 17, 27-29 and 33 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yarin et al. The reference discloses a medication system for performing 
health safety functions including containers 34 for holding doses of medication, the 
containers having RF memory device 50 containing specifying information useable to 
determine a prescribed dosing regimen for the medication (see col. 7, lines 39ff and col. 
9, lines 7ff), RF sensors 41 (antennae) defining sensing areas 36 for receiving the 
specifying information, processor 40 receiving the specifying information to identify a 
prescribed dosing regimen (col. 9, lines 7-20), communication device 36 or 36' (Fig. 13), 
timing device inherently associated with processor 40 (see also col. 10, line 60) and 
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necessary to produce the time alerts for the medication, the processor causing the 
communication means 36 to indicate predetermined times, col. 10, line 66, horizontal 
senor surface 30, container 34 with downward surface 34a and RF tag 50 attached 
thereto, aligners 32 for distinguishing sensing and non-sensing sections. 

8. Claims 22 and 107 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Glynn. The reference discloses a medication system for performing at least one health 
safety function including containers 1,2,4 having specifying devices 3,5,7, respectively 
containing specifying information (medicine identity information, col. 4, line 39), sensor 
11,13 defining senor area of tray 9 capable of receiving several specifying devices at 
the same time and corresponding specifying information, processor 21 receiving the 
specifying information read by the sensor (i.e. the identity of the container medication) 
to identify a prescribed dosing regimen and performing a health safety function 
described at col. 5, lines 16ff, i.e. prompting the user to take the medication. 

9. Applicant's arguments that in Glynn the processor does not receive specifying 
information from the specifying devices has been noted but is not convincing in view of 
the application of the reference elements as noted above. Processor 21 receives the 
specifying information regarding identity of the container and medication therein by 
identifying the position of the container and the corresponding container. The fact that 
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the device needs to be programmed prior to use does not detract from the functioning 
thereof as set forth in the claims. All software based systems require some 
programming prior to use. 

10. Claims 22-26, 107 and 108 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Mucciacciaro. The latter reference discloses a medication system with 
containers 4 with specifying devices 15,16 containing specifying information (the shape 
of the devices identifying the particular container), sensors 6 defining sensing areas 
13,14 etc. for identifying the containers, and processor 7 for identifying a dosing 
regimen and performing a health safety function of prompting the user to take the 
medication (col. 3, lines lOff), communication devices including separate visual 
indicators 12 indicating the medication to be consumed, the processor including timing 
device 9 to determine when the time for taking each medication occurs (see Fig. 8 and 
col.3, lines 7-13). 

1 1 . Applicant's remarks are again directed to the lack of a sensor for receiving the 
specifying information. As noted above with respect to the Glynn reference , 
Mucciacciaro discloses sensors 6 and processor 9 for identifying the vials placed on the 
sensing areas. The identity of the vials thus determines the medication regimen fro the 
medication in the dial. Again, the programming of the device prior to use is not 
germane to the application of the reference to applicant's claims. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 



12. Claims 23-26 and 108 are further rejected under 35 U.S.C. 103(a) as being 
unpatentable over Glynn in view of Mucciacciaro. The Glynn reference has been 
described above and includes the claimed elements except for the communication 
means indicating the containers. It appears that the user is informed of which 
medication to take by means of output display 33. It would be obvious for one of 
ordinary skill in the art having both references, at the time the invention was made, to 
provide a visual warning indicator in the Glynn system for identifying each container, 
as done in the Mucciacciaro device at 12. as an obvious means for prompting the user 
to take the medication in the correct container. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vit W. Miska whose telephone number is 571-272-2108. 
The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. K. Cuneo can be reached on 571-272-1957. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Vit Miska 
Pft'mary Examiner 



VM 



1/6/2006 



